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Opposer, Hollywood Casinos, LLC (“Opposer”), hereby moves the Board for 

summary judgment sustaining its opposition to registration of the mark HOLLYWOOD HOTEL 

because Applicant’s President and Chief Executive Officer admitted at his deposition that 

Applicant, Chateau Celeste, Inc., is not the owner of the HOLLYWOOD HOTEL mark.1  

Opposer further moves to suspend this Proceeding pending the Board’s disposition of this 

Motion. 

I. PRELIMINARY STATEMENT 

  Applicant, Chateau Celeste, Inc., seeks to register the alleged mark 

HOLLYWOOD HOTEL for the hotel, restaurant, bar and banquet services rendered at a hotel 

property located in Hollywood, California.  Applicant, by its own admission, does not control the 

nature and quality of the services rendered at the HOLLYWOOD HOTEL property.  Applicant is 

a mere licensee of the applied-for mark HOLLYWOOD HOTEL and serves as the property 

manager for the hotel facility.  A different entity, Zarco Hotels, Inc., owns the hotel property, 

controls the nature and quality of the services rendered under the alleged mark HOLLYWOOD 

HOTEL, and licenses the alleged mark HOLLYWOOD HOTEL to Applicant.  Applicant’s 

President and CEO, who testified under oath to the foregoing facts at his deposition, conclusively 

established that Applicant is not the owner of the mark it seeks to register.  Because Applicant is 

not the owner of the alleged HOLLYWOOD HOTEL mark, its Application is void ab initio, and 

judgment should be entered sustaining this Opposition proceeding.   

                                                 
1  Opposer is simultaneously moving to amend its Notice of Opposition to add as a ground 

for opposition that Applicant is not the owner of the HOLLYWOOD HOTEL mark that it 
seeks to register.  See TBMP ¶ 528.07(a) (“A party that seeks summary judgment on an 
unpleaded issue may simultaneously move to amend its pleading to assert the matter.”). 
Opposer’s Proposed First Amended Notice of Opposition is attached hereto as Exhibit A, 
and a black-lined version of the document is attached hereto as Exhibit B.   
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II.  STATEMENT OF UNDISPUTED FACTS 

On March 30, 2011, Applicant, Chateau Celeste, Inc., filed Application Serial No. 

85/281,324 to register the mark HOLLYWOOD HOTEL for “bar and cocktail lounge services; 

hotel, restaurant and catering services; providing social meeting, banquet and social function 

facilities; provision of conference, exhibition and meeting facilities” under Section 2(f) of the 

Trademark Act (the “Application”) based on the provision of these services at a property located 

at 1160 North Vermont Avenue, Los Angeles, California  90029.  (Notice of Opposition at ¶ 4, 

Dkt. 1; HOLLYWOOD HOTEL Trademark/Service Mark Application, Exh. C).  Jeff Zarrinnam 

signed the Application on behalf of Applicant, Chateau Celeste, Inc., and identified himself as 

the President of the Applicant.  (Id.)  At the time Mr. Zarrinnam submitted the Application, and 

throughout the course of Applicant’s prosecution of the Application, there were no facts 

available to Opposer to suggest that Chateau Celeste, Inc. was not the owner of the applied-for 

mark.   

On September 9, 2014, Opposer took the deposition of Mr. Zarrinnam, whom 

Applicant had designated as its witness in response to Opposer’s Notice of Deposition pursuant 

to Fed. R. Civ. P. 30(b)(6).  (Deposition Transcript of Jeff Zarrinnam (“Zarrinnam dep.”) at 12:7 

– 13:3, Exh. D hereto.)  Mr. Zarrinnam explained that he is the President and CEO of four 

different real estate holding companies, including the Applicant, Chateau Celeste, Inc.  

(Zarrinnam dep. at 13:15 – 15:15.)  In response to initial foundation questions about the 

HOLLYWOOD HOTEL property, Mr. Zarrinnam testified that Applicant does not own the hotel 

property, but rather a different entity, Zarco Hotels, Inc., owns the HOLLYWOOD HOTEL 

property.  (Zarrinnam dep. at 13:24 – 14:6.)  Mr. Zarrinnam explained that Applicant, Chateau 

Celeste, Inc., is the management company for the HOLLYWOOD HOTEL property and that it 

licenses the mark HOLLYWOOD HOTEL from Zarco Hotels, Inc.  (Zarrinnam dep. at 16:6-11.)  
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Applicant’s President and CEO testified unequivocally that Zarco Hotels, Inc. – not Applicant – 

is the entity that controls the nature and quality of the services provided at the HOLLYWOOD 

HOTEL property.  (Zarrinnam dep. at 15:25 – 16:5.)   

Q: Which of those four holding companies controls the nature 
and quality of the services that are provided at the property? 

A: Zarco Hotels, Inc.  And Chateau Celeste, Inc. is the 
management company. 

Q: Chateau Celeste, Inc., is the management company? 

A: Correct. 

Q: Does Chateau Celeste, Inc. have a license from Zarco 
Hotels, Inc. to use trademarks? 

A: Yes. 

(Zarrinnam dep. at 15:25 – 16:8.)  Mr. Zarrinnam confirmed that that there is no affiliation 

between Applicant and Zarco Hotels, Inc., other than Mr. Zarrinnam’s position as the President 

and CEO of each separate corporate entity.  (Zarrinnam dep. at 14:11-21.)  

On September 18, 2014, Opposer filed and served its Motion for Summary 

Judgment on the ground that the Application is void ab initio because Mr. Zarrinnam’s testimony 

establishes that Applicant is not the owner of the alleged HOLLYWOOD HOTEL mark.  (Dkt. 

No. 44.)  On October 16, 2014, the Board issued an Order suspending the proceedings in light of 

Applicant’s earlier filed motion to compel and indicated that, in light of the suspension, the 

Board would not at that time consider Opposer’s subsequently filed Motion for Summary 

Judgment.  (Order, Dkt. 47.) 

On October 17, 2014, with full knowledge of the arguments made in Opposer’s 

summary judgment motion, Applicant purported to retroactively contradict the substance of Mr. 

Zarrinnam’s deposition testimony by serving Opposer with an errata sheet, which is attached 
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hereto as Exhibit E.  The errata sheet purports to fundamentally contradict the substance of Mr. 

Zarrinnam’s two key admissions, which were and are the centerpiece of Opposer’s summary 

judgment motion.  Mr. Zarrinnam’s first change is to entirely redo his testimony concerning the 

identity of the corporate entity that controls the nature and quality of the services that are 

provided at the hotel property.  At his deposition, Mr. Zarrinnam testified that Zarco Hotels, Inc. 

controlled the nature and quality of the services provided at the hotel property and that Applicant 

Chateau Celeste, Inc. was the management company.  (Zarrinnam dep. at 15:25 – 16:8.)  Mr. 

Zarrinnam’s errata sheet states, “Zarco Hotels, Inc. is the owner and operator of the property, and 

Chateau Celeste, Inc. is the management company that manages and controls the nature and 

quality of the services at the property.”  (Applican’s Errata Sheet, Exh. E.)  Applicant’s stated 

reason for the remarkable flip-flop of the testimony rendered by its President and CEO after 

being served with Opposer’s summary judgment motion is that the change is a “clarification” to 

provide more complete information and to avoid confusion.  (Id.)   

Mr. Zarrinnam’s next change is a complete reversal and contradiction of his 

deposition testimony declaring that Zarco Hotels, Inc. licenses the alleged HOLLYWOOD 

HOTEL mark to Applicant Chateau Celeste, Inc.  At his deposition, Mr. Zarrinnam was asked:   

Q: Does Chateau Celeste, Inc. have a license from Zarco Hotels, Inc. to use 

trademarks? 

Mr. Zarrinnam answered:  Yes. 

 (Zarrinnam dep. at 16:9-11.)  Mr. Zarrinnam’s errata sheet purports to negate his answer in its 

entirety by adding an entire sentence to his one word response that makes no sense in the context 

of the question posed.  The errata sheet states that after being asked whether Applicant, Chateau 

Celeste, Inc. has a license from Zarco Hotels, Inc. to use trademarks, Mr. Zarrinnam’s testimony 
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is, “Yes, Zarco Hotels, Inc. has a license from Chateau Celeste, Inc. to use trademarks.”  (Errata 

Sheet, Exh. D.)  The reason given for this remarkable about-face in Mr. Zarrinnam’s testimony is 

that it is a “clarification” due to Applicant’s President and CEO allegedly misunderstanding the 

question.  (Id.) 

III.  ARGUMENT 

Opposer is entitled to judgment as a matter of law sustaining its Opposition 

because Applicant’s President and CEO admitted at his deposition that Applicant is not the 

owner of the alleged HOLLYWOOD HOTEL mark.  Applicant’s 30(b)(6) witness testified that a 

different entity – Zarco Hotels, Inc. – controls the nature and quality of the services offered 

under the alleged mark HOLLYWOOD HOTEL and that Applicant is a mere licensee of the 

HOLLYWOOD HOTEL mark from Zarco Hotels, Inc.  Applicant’s attempt to erase the pivotal 

admissions of its President and CEO with an errata sheet is manifestly impermissible and cannot 

create a genuine issue of material fact.  With Mr. Zarrinnam’s sworn and unequivocal admissions 

at his deposition, there is no admissible evidence that Applicant can put forth to raise a genuine 

issue of material fact that it is the owner of the mark it seeks to register.   

A. Standard for Summary Judgment 

The Board may grant summary judgment where “the pleadings, depositions, 

answers to interrogatories, and admissions on file, together with the affidavits, if any, show that 

there is no genuine issue as to any material fact and that the moving party is entitled to judgment 

as a matter of law.”  Fed. R. Civ. P. 56(c); TBMP ¶ 528.01.  The moving party bears the burden 

of showing the absence of any genuine disputes of material fact, and that it is entitled to 

judgment under the applicable law.  See Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986); 

Sweats Fashions, Inc. v. Pannill Knitting Co. Inc., 833 F.2d 1560, 1562–63 (Fed. Cir. 1987).  

Where the moving party meets its burden, “the non-moving party may not rest on mere denials 
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or conclusory assertions, but rather must proffer countering evidence, by affidavit or as 

otherwise provided in Fed. R. Civ. P. 56, showing that there is a genuine factual dispute for trial.  

TBMP ¶ 528.01. 

B. Applicant Is Not the Owner of the Applied-For Mark Because 
Applicant Admits It Is a Mere Li censee that Does Not Control 
the Nature and Quality of the Services Rendered Under the Mark  

The Trademark Act requires that an application to register a mark be filed with 

the Trademark Office by the owner thereof.  15 U.S.C. § 1051(a)(1).  The Board cannot waive 

this statutory requirement, and cannot excuse noncompliance with it.  Huang v. Tzu Chen Food 

Co. Ltd., 849 F.2d 1458 (Fed. Cir. 1998).  An application filed in the name of an entity that did 

not own the mark as of the filing date is void ab initio.  15 U.S.C. §1051(a); 37 C.F.R. § 2.71(d). 

The owner of a mark is the entity that controls the nature and quality of the goods 

or services offered under the mark and is the only party who may apply to register the mark.  See 

Smith Int’l Inc. v. Olin Corp., 209 U.S.P.Q. 1033, 1044 (TTAB 1981); In re Packard Press Corp., 

1 U.S.P.Q.2d 1153 (TTAB 1986) (affirming the Examiner’s refusal to register the mark OPAL 

for typesetting services because applicant failed to satisfactorily explain how it controls the 

nature and quality of services provided under the mark by a joint venture); TMEP ¶ 1201.01 

(stating that the owner of a mark is “the party who controls the nature and quality of the goods 

sold or services rendered under the mark”).  “A trademark carries with it an implicit message that 

the owner of the mark is controlling the nature and quality of the goods or services sold under the 

mark.  Without quality control, this message is false because without control of quality, the 

goods and services are not truly ‘genuine.’”  3 J. THOMAS MCCARTHY, MCCARTHY ON 

TRADEMARKS AND UNFAIR COMPETITION § 18:38 (4th ed. 2014). 
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Further, an entity that has a license to use a mark is not the owner of the 

mark.  “The licensor is necessarily the owner of the mark.  By the mere fact of taking a license, 

the licensee acknowledges that it is not the owner and needs permission to use the mark.”   

MCCARTHY § 18:51; A & L Labs., Inc. v. Bou-Matic LLC, 429 F.3d 775, 781 (8th Cir. 2005) 

(affirming the district court’s ruling on summary judgment that plaintiff was not the owner of the 

mark it sought to protect because plaintiff licensed the mark from a third party); Torrey Pines 

Club Corp. v. Lodge at Torrey Pines, Opp. Nos. 91157053, 91157056, 91159999, Cancellation 

No. 92042199 (TTAB Dec. 8, 2005) (non-precedential) (granting petitioner’s motion for 

summary judgment on the ground that registrant, which was a licensee of the registered mark, 

did not own the mark at the time of the application ); see also Hot Stuff Foods, LLC v. Mean 

Gene’s Enters., Inc., 468 F. Supp. 2d 1078, 1095 (D. S.D. 2006) (noting the inherent 

inconsistency in a licensee claiming to own a mark that it licenses from a third party). 

Applicant’s President and CEO testified unequivocally at his deposition that 

someone other than Applicant – Zarco Hotels, Inc. – controls the nature and quality of the 

services rendered at the HOLLYWOOD HOTEL property.  (Zarrinnam dep. at 15:25 – 16:5.)  

He further testified that Zarco Hotels, Inc. licenses the HOLLYWOOD HOTEL mark to 

Applicant, which is the management company for the HOLLYWOOD HOTEL property.  (Id. at 

16:6-11.)  Applicant’s explicit admission that Applicant does not control the nature and quality 

of the services rendered under the HOLLYWOOD HOTEL mark proves that Applicant is not the 

owner of the mark it seeks to register.  See Ballet Tech Found., Inc. v. Joyce Theater Found., 

Inc., 82 U.S.P.Q.2d 1262 (TTAB 2008) (finding that petitioner owned the mark at issue because 

petitioner controlled the nature and quality of the goods and services rendered in connection with 

the mark); Great Seats, Ltd. v. Great Seats, Inc., 84 U.S.P.Q.2d 1235 (TTAB 2007); Stoller v. 
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Sutech U.S.A., Inc., Opp. No. 91117894 (TTAB Oct. 26, 2005) (non-precedential), aff’d in 

relevant part, 199 Fed. App’x 954, 956 (Fed. Cir. 2006) (affirming the Board’s decision finding 

that applicant was the proper party to register the mark because applicant maintained the 

requisite control over the nature and quality of the goods identified by the mark).  Applicant’s 

additional admission, that it licenses its trademarks from Zarco Hotels, Inc., independently 

establishes that it is not the owner of the mark it seeks to register.  MCCARTHY § 18:51; A & L 

Labs., 429 F.3d at 781; Hot Stuff Foods, 468 F. Supp. 2d at 1095. 

Based on the sworn testimony of Applicant’s President and CEO, the only party 

that could seek to register the alleged mark HOLLYWOOD HOTEL is Zarco Hotels, Inc.  Zarco 

Hotels, Inc., however, cannot step into shoes of Chateau Celeste, Inc. at this juncture because the 

Application is void ab initio.  15 U.S.C. §1051(a); Trademark Rule 2.71(d).  When “two separate 

commercial enterprises are in existence on the application filing date, and the application is filed 

by the wrong one,” the misidentification of the mark owner is an incurable defect that renders the 

application void ab initio.  Great Seats, 84 U.S.P.Q.2d 1235 (citing Accu Personnel, Inc. v. 

Accustaff Inc., 38 U.S.P.Q.2d 1443, 1445 (TTAB 1996)); see also In re Tong Yang Cement 

Corp., 19 U.S.P.Q.2d 1689 (TTAB 1991) (holding that an application that was filed by a 

corporation was void ab initio because the owner was a joint venture of which the applicant 

corporation was a member); Huang v. Tzu Wei Chen Food Co. Ltd., 849 F.2d 1458 (Fed. Cir. 

1988) (holding that a trademark application filed by an individual was void ab initio because the 

owner was a corporation with which the individual was affiliated); Am. Forests v. Sanders, 54 

U.S.P.Q.2d 1860 (TTAB 1999) (holding that an application filed by an individual was void ab 

initio where the entity possessing the bona fide intent to use the mark was a partnership 

comprised of the individual and her husband).   
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Applicant, by its own admission, does not control the nature and quality of the 

services rendered under the alleged HOLLYWOOD HOTEL mark and, therefore, is not the 

owner of the applied-for mark.  As a result, the Application is void ab initio, and summary 

judgment should be entered sustaining the Opposition.  37 C.F.R. § 2.71(d); TMEP ¶ 1201.02(b).  

C. Applicant’s Errata Sheet Cannot Raise a Genuine Issue of Fact 
to Defeat Summary Judgment Because It Contradicts 
Mr. Zarrinnam’s Original Testim ony and Is a Sham Affidavit   

Applicant’s errata sheet cannot raise a genuine issue of material fact to defeat 

summary judgment, regardless of whether it remains part of the record, because the errata sheet 

contradicts the clear-cut, pivotal admissions given at the deposition of Applicant’s 30(b)(6) 

corporate designee with no plausible explanation and, therefore, is a sham affidavit.  Burns v. 

Board of County Comm’rs of Jackson County, 330 F.3d 1275, 1281-82 (10th Cir. 2003) 

(affirming district court’s decision to disregard deponent’s errata sheet because the errata sheet 

constituted a “sham affidavit”); Hambleton Bros. Lumber Co. v. Balkin Enters., Inc., 397 F.3d 

1217, 1225 (9th Cir. 2005) (“While the language of [Rule] 30(e) permits corrections ‘in form or 

substance,’ this permission does not properly include changes offered solely to create a material 

factual dispute in a tactical attempt to evade an unfavorable summary judgment”); EBC, Inc. v. 

Clark Building Sys., Inc., 618 F.3d 253, 269-70 (3d Cir. 2010) (affirming district court’s 

disregard of an errata sheet and subsequent grant of summary judgment because the errata sheet 

met the Third Circuit’s test of a sham affidavit); Thorn v. Sundstrand Aerospace Corp., 297 F.3d 

383, 389 (7th Cir. 2000) (applying the sham affidavit test to affirm the district court’s disregard 

of an errata sheet and its resulting grant of summary judgment); see also Rios v. Welch, 856 

F.Supp. 1499, 1501-02 (D. Kan. 1994) (“[A] plaintiff is not permitted to virtually rewrite 

portions of a deposition, particularly after the defendant has filed a summary judgment motion, 

simply by invoking the benefits of Rule 30(e).”). 
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As the Board recognized in 2014,2 the federal courts are divided on the extent to 

which a party may make substantive changes to a deposition transcript after review.  A number 

of federal circuits and district courts permit only ministerial changes and do not allow 

substantive changes to deposition testimony.  See, e.g., Garcia v. Pueblo Country Club, 299 F.3d 

1233, 1242 n.5 (10th Cir. 2002) (“We do not condone counsel’s allowing for material changes to 

deposition testimony and certainly do not approve of the use of such altered testimony that is 

controverted by the original testimony.”); Norelus v. Denny’s, Inc., 628 F.3d 1270, 1281 (11th 

Cir. 2010); Wyeth v. Lupin Ltd., 252 F.R.D. 295, 296 (D. Md. 2008) (holding that a party 

“cannot change testimony in a material way, simply because on review, it does not like the 

answer as given.  Any other result would, in my view, undermine the Rule 30(b)(6) 

deposition . . . .”); Treat v. Tom Kelley Buick Pontiac GMC, Inc., 710 F. Supp. 2d 777, 790 

(N.D. Ind. 2010) (“Substantive change to deposition testimony via an errata sheet is 

impermissible unless it can be plausibly be represented as the correction of an error in 

transcription, such as dropping a ‘not.’”);  Paul Harris Stores, Inc. v. PricewaterhouseCoopers, 

LLP, Civ. No. 1:02-cv-1014, 2006 WL 2644935 (S.D. Ind. Sept. 14, 2006) (“This is an attempt 

to impermissibly change the factual testimony offered during [a 30(b)(6)] deposition, a tactic 

which has been rejected by the Federal courts.”); Greenway v. Int’l Paper Co., 144 F.R.D. 322, 

325 (W.D. La. 1997) (“[Rule 30(e)] cannot be interpreted to allow one to alter what was said 

under oath.  If that were the case, one could merely answer the questions with no thought at all 

then return home and plan artful responses.  Depositions differ from interrogatories in that 

regard.  A deposition is not a take home examination.”).  A leading treatise on federal court 

                                                 
2  Bayer Consumer Care AG v. Belmora LLC, 110 U.S.P.Q.2d 1623 (TTAB 2014) 

(declining to decide whether substantive changes to a deposition transcript should be 
stricken, but nevertheless finding the deponent’s testimony to be untruthful). 
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practice and procedure concurs with this view.  MOORE’S FEDERAL PRACTICE § 30.60 (3d ed. 

2012) (“A liberal amendment policy would discourage organizations from careful preparation of 

[30(b)(6)] witnesses and permit counsel to simply rewrite testimony to comport with the 

organization’s theory of the case.”). 

A minority of courts permit substantive changes in an errata sheet that contradict 

the deponent’s original answers, however, the deponent’s earlier answers remain on the record 

and the deponent is subject to cross-examination and impeachment at trial with respect to the 

contradictory testimony.  See, e.g., Podell v. Citicorp Diners Club, Inc., 112 F.3d 98, 103 (2d 

Cir. 1997).  Even courts in this minority, however, refuse to permit the party proffering the 

contradictory errata sheet to stave off summary judgment by relying solely on the errata 

testimony.  For example, in Podell, the Second Circuit affirmed the district court’s decision to 

include in the record the deponent’s errata sheets, which attempted to reverse his damaging 

testimony, but nonetheless affirmed the trial court’s grant of summary judgment finding that the 

deponent’s change in testimony did not create an issue of fact to defeat summary judgment.  Id.    

In determining whether an errata sheet creates a material issue of fact, courts 

examine the errata using the same test that applies to defining a “sham affidavit.”  Burns v. Bd. 

of Cnty. Comm’rs of Jackson Cnty., 330 F.3d 1275, 1282 (10th Cir. 2003); Bartos v. Pa. Dept. of 

Environ. Prot., Civ. No. 08-0366, 2010 WL 1657284, at *6 (M.D. Pa. Apr. 23, 2010).  A sham 

affidavit is an affidavit tactically drafted to avoid a result compelled by law on otherwise 

undisputed facts and is impermissible.  Bartos, 2010 WL 1657284, at *6 (M.D. Pa. Apr. 23, 

2010); see also Burns, 330 F.3d at 1282 (10th Cir. 2003).  Under the sham affidavit test, courts 

consider: 

whether the [deponent] was cross-examined during his earlier 
testimony, whether the [deponent] had access to the pertinent 
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evidence at the time of his earlier testimony or whether the [Rule 
30(e) alteration] was based on newly discovered evidence, and 
whether the earlier testimony reflects confusion which the [Rule 
30(e) alteration] attempts to explain. 

Franks v. Nimmo, 796 F.2d 1230, 1237 (10th Cir. 1986) (citing Camfield Tires, Inc. v. Michelin 

Tire Corp., 719 F.2d 1361, 1364-65 (8th Cir. 1983); Perma Research & Dev. Co. v. Singer Co., 

410 F.2d 572, 578 (2d Cir. 1969)). 

Applicant’s errata sheet for the testimony of Mr. Zarrinnam, Applicant’s 30(b)(6) 

designee and its President and CEO, purports to recant his testimony declaring that Zarco Hotels, 

Inc. controls the nature and quality of the services rendered at the HOLLYWOOD HOTEL 

property – not Applicant.  It further purports to reverse, in its entirety, Mr. Zarrinnam’s 

testimony that Zarco Hotels, Inc. licenses trademarks to Applicant.  Many federal courts would 

strike the errata sheet outright as an impermissible attempt to turn the 30(b)(6) deposition into a 

take home exam.  See infra.  Regardless of whether the Board strikes the errata sheet or 

considers it part of the record, Applicant’s errata sheet cannot defeat summary judgment because 

it is a sham affidavit tactically designed to reverse undesirable admissions.  See Hambleton 

Bros., 397 F.3d at 1225 (9th Cir. 2005), Burns, 330 F.3d at 1282 (10th Cir. 2003); Treat, 710 F. 

Supp. 2d at 790 (N.D. Ill. 2010). 

Mr. Zarrinnam testified unequivocally at his deposition that Zarco Hotels, Inc. 

controls the nature and quality of the services rendered at the HOLLYWOOD HOTEL property 

and that Zarco Hotels, Inc. grants a license to use trademarks to Applicant, Chateau Celeste, Inc.  

Counsel for Applicant cross-examined Mr. Zarrinnam, but did not ask Mr. Zarrinnam any 

questions about which entity controls the nature and quality of services at the HOLLYWOOD 

HOTEL property.  Nor did Applicant’s counsel ask any questions of Mr. Zarrinnam concerning 

his testimony that Zarco Hotels, Inc. licenses trademarks to Applicant, Chateau Celeste, Inc.  
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Further, Mr. Zarrinnam, as the President and CEO of both Applicant, Chateau Celeste, Inc. and 

Zarco Hotels, Inc. indisputably had access to the pertinent evidence regarding the specific entity 

that controls the nature and quality of the services rendered at the HOLLYWOOD HOTEL 

property and the specific entity that is the licensor of trademarks.  Finally, Mr. Zarrinnam never 

indicated during his deposition that he was confused by the straightforward, open-ended question 

asking which entity controlled the nature and quality of the services rendered at the 

HOLLYWOOD HOTEL property.  Nor did he indicate that he was confused by the simple 

question asking if Chateau Celeste, Inc. had a license from Zarco Hotels, Inc. to use trademarks.3  

Applicant’s counsel did not believe that Mr. Zarrinnam was confused, misunderstood these 

questions or that his answers required “clarification” because despite asking Mr. Zarrinnam 

questions about other aspects of his testimony, counsel posed none on this topic.  (See Zarrinnam 

dep. at 254:24 – 256:2; 256:23 – 257:13.)  It was only after receiving Opposer’s motion for 

summary judgment in September 2014 that Applicant decided that Mr. Zarrinnam’s testimony 

required “clarification.”  Mr. Zarrinam’s errata sheet is a sham affidavit tactically designed to 

avoid summary judgment.  See EBC, Inc. v. Clark Building Sys., Inc., 618 F.3d 253, 269-70 (3d 

Cir. 2010) (noting that courts refuse to consider alterations to deposition testimony that are 

submitted after a summary judgment motion is filed) (citing Martin v. Merrell Dow Pharms., 

Inc., 851 F.2d 703, 705-06 (3d Cir. 1988) (affirming the district court’s refusal to consider a 

“squarely contradict[ory] affidavit filed after a summary judgment motion had been filed”)).   

The purported justification given by Applicant for the flip-flop in Mr. 

Zarrinnam’s deposition testimony confirms that the errata sheet is a sham affidavit.  Mr. 

                                                 
3  Indeed, at the outset of the deposition, counsel for Opposer instructed Mr. Zarrinnam, 

“[I]f I ask a question that you don’t understand, just tell me.  I’m happy to rephrase it or 
repeat it.” (Zarrinnam dep. at 8:5–8:7.).   
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Zarrinnam’s signed errata sheet states that the reasons for the changes to his testimony are for 

“[c]larification to provide a more complete answer and avoid confusion” and “[c]larification of 

answer due to misunderstanding the question.”  These purported justifications are wholly 

unsatisfactory, for two reasons.  First, the alterations to the deposition testimony are not 

“clarifications” because they do not shed light on incomplete or ambiguous answers.  Instead, 

they attempt to strike Mr. Zarrinam’s original, explicit answers and replace them with the 

opposite answers.  Second, Applicant cannot claim that the clear, direct questions in the 

deposition somehow created confusion or misunderstanding.  This is especially true given that 

Applicant’s counsel did not object to the questions during the deposition.  (See Zarrinnam dep. at 

15:25 – 16:8.)  When counsel’s deposition questions are direct and do not reflect obvious 

confusion, courts reject arguments from deponents who later attempt to change their answers 

based on assertions that they were “confused.” See Burns, 330 F.3d at 1282 (10th Cir. 2003). 

Applicant’s claim of “confusion” and mislabeling of these material alterations as 

“clarifications” mask Applicant’s true purpose:  to attempt to create an issue of fact after 

Opposer pointed out that Mr. Zarrinnam’s testimony was fatal to Applicant’s case.  Opposer’s 

motion for summary judgment should be granted because Applicant’s errata sheet, purporting to 

recant the pivotal admissions of its 30(b)(6) witness, is an impermissible substantive change to 

deposition testimony that should be stricken or, alternatively, is a sham affidavit that cannot 

create a genuine issue of material fact.  

D. Opposer’s Proposed Amended Notice of Opposition Should 
Be Entered Because the Facts Forming the Basis of 
the Amendment Were Not Known to Opposer Until A Week 
Before it Filed its Original Motion for Summary Judgment 

Federal Rule of Civil Procedure 15(a) requires that leave to grant amendment to a 

pleading be freely given when justice so requires.  Fed. R. Civ. P. 15(a).  The Board liberally 
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grants leave to amend pleadings at any stage of the proceedings when justice requires, unless 

entry of the proposed amendment would violate settled law or would be prejudicial to the 

adverse party.  TBMP ¶ 507.02; Am. Optical Corp. v. Am. Olean Tile Co., Inc., 168 U.S.P.Q. 

471, 473 (TTAB 1970).  The Board will ordinarily allow an opposer to amend the notice 

opposition at any stage of the proceeding if the amendment is well-pled and there is no undue 

prejudice to the applicant. Commodore Elecs. Ltd. v. CBM Kabushiki Kaisha, 26 U.S.P.Q.2d 

1503, 1505 (TTAB 1993); see also Vignette Corp. v. Marino, Opp. No. 91158854 (TTAB July 

26, 2005) (non-precedential) (granting leave to amend the notice of opposition after the close of 

discovery).  The Board specifically instructs parties seeking summary judgment on an unpleaded 

issue to simultaneously move to amend its pleading to assert the matter.  See TBMP ¶ 528.07(a). 

Opposer’s proposed amendment is timely, well-pled, and will not prejudice 

Applicant.  First, Opposer request is timely because the facts underlying Opposer’s amendment 

did not come to light until the deposition of Applicant’s President and CEO on September 9, 

2014, one week before Opposer originally filed its Motion for Summary Judgment.  See Hurley 

Int’l, LLC v. Volta, 82 U.S.P.Q. 1339, 1341 (TTAB 2007) (granting leave to amend to add the 

ground of fraud because opposer’s motion was filed before the testimony period and would not 

prejudice applicants); Tracie Martyn, Inc. v. Artman, Opp. No. 91173009 (TTAB May 1, 2008) 

(non-precedential).  In Tracie Martyn, opposer sought leave to amend its notice of opposition to 

include a claim that applicant was not the owner of the mark.   Id.  Opposer filed its motion after 

the close of discovery “to include the facts that support the new claim that were uncovered 

during discovery.”  Id.  The Board granted opposer’s motion and later granted opposer’s motion 

for summary judgment on the ground that applicant was not the owner of the mark.  Id.   
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Here, like in Tracie Martyn, the facts supporting Opposer’s new claim were 

uncovered during discovery, specifically, during the deposition of Applicant’s corporate 

representative on September 9, 2014.  Those facts, namely, Applicant’s admission that it does 

not control the nature and quality of the services rendered at the HOLLYWOOD HOTEL 

property, and Applicant’s admission that it is an oral licensee of the applied-for mark, were not 

previously available to Opposer.  Further, Opposer here has acted even more expeditiously than 

the opposer in Tracie Martyn, originally seeking to amend its pleading the week after Mr. 

Zarrinnam’s deposition, then again very soon after the Board lifted its suspension order, and well 

before the commencement of the testimony period on February 24, 2015.  Thus, this motion is 

indisputably timely. 

Second, Opposer’s amendment is well-pled because as set forth in Opposer’s 

foregoing motion for summary judgment and in Opposer’s Proposed First Amended Notice of 

Opposition, Applicant is not the owner of the mark it seeks to register.  Applicant’s President and 

CEO, testifying in his capacity as Applicant’s corporate representative, admitted that Zarco 

Hotels, Inc., a different corporate entity, owns the HOLLYWOOD HOTEL property, controls 

the nature and quality of the services rendered at the HOLLYWOOD HOTEL property, and 

licenses the applied-for mark to Applicant.  (Proposed First Amended Notice of Opposition at 

¶¶19-22, Exh. A)  Applicant’s admissions establish Opposer’s additional statutory ground for 

opposing the instant application.  See 15 U.S.C. § 1051; Trademark Rule 2.71(d); Great Seats, 84 

U.S.P.Q.2d 1235; Stoller, 199 Fed. App’x at 956. 

Third, Applicant will not be prejudiced by the amendment because the facts 

concerning ownership of the applied-for mark are exclusively within Applicant’s control and 

Applicant needs no discovery from Opposer on this topic.  Hurley, 82 U.S.P.Q. at 1341 (granting 
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opposer’s motion to amend its notice of opposition prior to the trial period to add a claim of 

fraud, due to, among other things, the fact that “all evidence relevant to the claim of fraud that 

may benefit applicants is already in the applicant’s possession and control”); Vignette Corp. v. 

Marino, Opp. No. 91158854 (TTAB July 26, 2005).  In Vignette, the Board granted opposer’s 

motion to amend its notice of opposition to add a claim for fraud based on applicant’s failure to 

demonstrate its intent to use the mark during discovery.  Vignette Corp., Opp. No. 91158854.  

The Board reasoned that there was no prejudice to applicant because the motion, filed after the 

close of discovery but before the testimony period, was timely filed and applicant would not be 

required to take any further discovery of opposer on the issue of applicant’s intent to use the 

mark.  Id.  As in Vignette and Hurley, all evidence relating to Applicant’s claim of ownership 

over the purported HOLLYWOOD HOTEL mark is necessarily in Applicant’s possession and 

control, and Applicant does not need to engage in further discovery of Opposer on this issue.  

Therefore, permitting Opposer to amend its Notice of Opposition cannot prejudice Applicant.   

 Because Opposer’s motion for leave to amend its notice of opposition is timely, 

well-pled, and not prejudicial to Applicant, Opposer respectfully requests that the Board grant 

Opposer leave to amend its Notice of Opposition to add the claim that Applicant is not the owner 

of the mark at issue so that the Board may consider Opposer’s Motion for Summary Judgment. 

CONCLUSION 

For all the foregoing reasons, Opposer respectfully requests that the Board enter 

the Proposed First Amended Notice of Opposition, grant Opposer’s motion for summary 

judgment, and sustain the Opposition.  Opposer further requests that Board suspend the 

Proceeding pending the disposition of the instant Motion.   
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Dated:  January 8, 2015   Respectfully submitted,  

 
By:  /Hara K. Jacobs/_______________ 
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CERTIFICATE OF SERVICE 
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foregoing MOTION FOR SUMMARY JUDGMENT to be served by e-mail, pursuant to prior 

agreement between counsel for the parties, on Applicant’s counsel as set forth below: 

KAMRAN FATTAHI, ESQ. 
LAW OFFICES OF KAMRAN FATTAHI 
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SHERMAN OAKS, CA 91403 
Kamran@FattahiLaw.com  

 

 

Dated:  January 8, 2015   /Daniel B. Englander/_________________ 
       Daniel B. Englander 
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1      A    Yes.

2      MR. FATTAHI:  Did you not find it?

3      MR. LARSON:  I did.  And now I've lost it.

4           Okay.  I don't have it anymore.

5      MR. FATTAHI:  I can help you find it if you want.

6      THE WITNESS:  It's in there somewhere.

7      MR. LARSON:  Yeah, I know.

8 BY MR. LARSON:

9      Q    Here it is.  HH128, it looks like the first

10 full paragraph.

11      A    128?  Yep.

12      Q    Is this the reference in the speech to the

13 Hollywood Hotel property.

14      A    Right.  Yeah.

15      Q    Do you know whether it's mentioned anywhere

16 else in the speech, the property, that is?

17      A    I'm not sure.  I know it was at least once,

18 maybe twice.  But --

19      MR. LARSON:  Okay.  I don't have any further

20 questions.

21      MR. FATTAHI:  I have one, hopefully quick, followup.

22

23                        EXAMINATION

24 BY MR. FATTAHI:

25      Q    Jeff, you stated earlier that neither you or
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1 anyone at Hollywood Hotel has ever heard or brought to

2 your attention any confusion by anyone, any misdirected

3 communications that mentioned Hollywood Casino or their

4 company; is that correct?

5      A    Correct.

6      Q    Certainly, you have not ever heard such a

7 thing?

8      A    No.

9      Q    In regard to your staff, based on all of the

10 training you have given them, everything that has gone on

11 in meetings and throughout the years, do you expect that

12 they know that if -- if there was such a mention, that

13 they should and would have brought it to your attention?

14      A    I work very closely with my staff.  And

15 they -- they know how detailed I am and that I want to

16 really know anything, you know, any kind of potential

17 issues.  They know that I want to hear it.  And they have

18 never brought anything related to Hollywood Casino ever

19 to me.  Ever -- or never.

20      Q    So you have trained them --

21      A    Oh, yeah.

22      Q    -- to bring such a thing to your attention?

23      A    The smallest details, they do bring it up to

24 me.

25      Q    All right.
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1      A    So that's never been an issue, ever.

2      MR. FATTAHI:  Okay.  That's all I have.

3      MR. LARSON:  Just one more follow-up question.

4

5                    FURTHER EXAMINATION

6 BY MR. LARSON:

7      Q    In the course of that training or in any other

8 communication that you've had with your employees, did

9 you -- have you asked them to specifically tell you if

10 there's any questions, concerns about Hollywood Casino or

11 mention of Hollywood Casino?

12      A    I didn't -- I never mentioned Hollywood Casino.

13 There's no need to bring up Hollywood Casino.

14      Q    You've never mentioned to any of your employees

15 Hollywood Casino specifically?

16      A    No.

17      Q    Okay.

18      MR. FATTAHI:  If I may?

19      THE WITNESS:  Yeah.

20

21                    FURTHER EXAMINATION

22 BY MR. FATTAHI:

23      Q    And you stated that you didn't even know about

24 Hollywood Casino's existence until this opposition --

25      A    That's correct.
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1      Q    -- started, correct?

2      A    I had no idea there was -- that Hollywood

3 Casino existed until we received this -- what do you call

4 it, "opposition?" --

5      Q    Yes.

6      A    -- or whatever.

7      Q    So your training and advice and expectations to

8 your staff that they should bring matters to your

9 attention if somebody was confused about another entity,

10 about another name, was of a general nature; it would

11 have encompassed Hollywood Casino if it ever occurred?

12      A    Correct.

13      MR. FATTAHI:  Okay.  That's all I have.

14      MR. LARSON:  That's all I have.  Thank you.

15      MR. FATTAHI:  Okay.  Just off the record.

16              (A discussion was held off the record.)

17      MR. LARSON:  So once again, I'd just like to thank

18 you, Mr. Zarrinnam, for your patience and cooperation

19 today.  Appreciate it.

20      THE WITNESS:  My pleasure.

21      MR. LARSON:  Kamran, it was nice to meet you.

22      MR. FATTAHI:  Same here.

23      MR. LARSON:  I appreciate you being here as well,

24 and I appreciate your patience as well.

25           As for the transcript, the court reporter will
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